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Technology Transfer

The process through which an academic idea is transferred to industry and commercialised is known as
“technology transfer.”  In order to ensure those that come up with the big ideas are properly rewarded, the
rights to the research or technology should be appropriately protected. To this end, patent protection is
what is generally required to protect creations of a technical nature. In certain countries, this protection
may extend to processes executable on computer devices, such as through computer software and
programs. For example, the precursor to the Microsoft Excel spreadsheet was famously not patent
protected (for a number of legal reasons), resulting in the rapid exploitation of the software.

Patent protection can be sought early in the creation process, even when the academic research has not
yet matured into a prototype or final commercial product.

Publish and Perish

In science and engineering faculties, academics primarily get recognised through research activities. The
recognition and accreditation of a faculty normally requires the publication of research results in
specialised journals. It is very tempting for academic staff to publish their research results as quickly as
possible, and is sometimes done without regard to the consequences of patent protection.

However, patent protection should be considered very early on in the process, and especially before any
publication of the academic research; otherwise, the novelty of the underlying invention may be
destroyed, and the possibility of obtaining patent protection compromised.

Some countries, such as the United States, provide a grace period for applying for patent protection after
publication by the inventor. Such a post-disclosure grace period is not available in the six-nation Gulf
Cooperation Council, and it is therefore essential to apply for patent protection before any disclosure of the
invention – and only the owner of patent rights can apply for this.

The time period between filing a patent application and getting the patent examined and granted could
take a couple of years, depending on the country. During this period, however, the right to the invention is
secured under a “patent pending” status, and publication of the invention can be made without risk, so the
key step is to file.

GCC position 

The rules of patent ownership vary from one country to another. Within educational institutions in the
United Arab Emirates, the default rule in patent ownership is that the patent rights belong to the
university. Otherwise, if the invention has an economic value ‘beyond the expectations’ of the parties
when they signed the employment contract, then the employee inventor shall be entitled to additional
compensation (to be decided by the court).
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It therefore goes without saying that careful consideration by the employer is crucial in drafting
employment contracts for research staff; the scope of employment should be sufficiently defined, so that
any invention arising from that work falls clearly within the scope, and is not ‘beyond the expectations’ of
the parties such as to jeopardise the academic institution’s ownership rights.


